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BARRY, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 1-6, 8-15, 17, and 18.! W reverse.

BACKGROUND

The invention at issue in this appeal relates to pl ayback

of full notion video. Full notion video playback differs from

ICaims 7 and 16, fromwhich clains 8 and 17 respectively
depend, were canceled. (Paper No. 6 at 2.)
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conventional data transfer (e.g., copying a file, accessing a
spreadsheet) in that it requires a sustained high data rate
rather than a burst of data. Delivery of data is also tine
critical; as little as a 0.5 second delay in delivery can
result in the reproduced video breaking up. Full notion video
pl ayback on a plurality of workstations over a network further

conplicates data recovery by introducing contention issues.

Wi | e redundant arrays of inexpensive disks (RAID)
architectures have successfully net conventional data transfer
demands for increased bandw dth, the application of RAID to
real - time reproduction of independent video segnents on a
plurality of processors has been | ess successful.
Specifically, conventional RAID architectures fail to recover
data qui ckly enough to neet the real tinme reproduction

denands.

The inventive RAID architecture services workstations
maki ng i ndependent requests for reproduction of video
segnents. Duplicate video segnents are stored on each of a

plurality of direct access storage devices (DASDs). In
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response to a request for a video segnent, a single DASD is
selected fromanong the plurality of DASDs, which are |isted
in a drive information

table. The selected DASD retrieves the video segnent and the
table is updated to reflect use of the DASD. Once the video
segnent is delivered, the drive information table is updated

to reflect freeing of the DASD

Claiml, which is representative for our purposes,
fol | ows:

1. A nmet hod of delivering full notion video on a
plurality of playback platforns connected to a
single file server over a network, the nethod
conpri si ng:

storing duplicate video segnents on each of a
plurality of direct access storage devices
within a RAID systemwhich is controlled by
the single file server;

responsive to a request froma playback platform
to the single file server, selecting a
direct access storage device for retrieval
of the video segnent froma drive
i nformation table;

instructing the selected direct access storage
device to retrieve the video segnent;

updating the drive information table to reflect
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use of the selected direct access storage
device for retrieval; and

transmtting the video segnent fromthe selected

direct access storage device to the
pl ayback pl atform over the network.

The references relied on in rejecting the clainms foll ow

M ncer et al. (Mncer) 5,262, 875 Nov. 16,
1993

Hol |l and et al. (Holland) 5, 367, 669 Nov.
22, 1994

filed Mar 23, 1993.

Clains 1-6, 8-15, 17, and 18 stand rejected under 35 U S. C

§ 103 as obvi ous over M ncer alone and as obvi ous over M ncer
in view of Holland. Rather than repeat the argunents of the
appel lant or examner in toto, we refer the reader to the

briefs and answers for the respective details thereof.

OPI NI ON
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In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection advanced by
the exam ner. Furthernore, we duly considered the argunents
and evidence of the appellant and exam ner. After considering
the totality of the record, we are persuaded that the exam ner
erred inrejecting clains 1-6, 8-15, 17, and 18 as obvi ous
over M ncer alone and over Mncer in view of Holl and.

Accordi ngly, we reverse.

We begin by noting the following principles fromln re

Rijckaert, 9 F.3d 1531, 1532, 28 USPQRd 1955, 1956 (Fed. Gir
1993) .

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obvi ousness. In re Cetiker, 977
F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992).... "A prima facie case of obviousness is

est abl i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
If the examiner fails to establish a prim facie
case, the rejection is inproper and wll be
overturned. 1n re Fine, 837 F.2d 1071, 1074, 5
UsP@d 1596, 1598 (Fed. Cir. 1988).
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Wth these principles in mnd, we consider the examner’s

rejections and the appellant’s argunent.

Al t hough M ncer does not teach a RAID system the
exam ner concludes that it would have been obvious to
i npl enent the reference's storage unit 15 as a RAID-1
(mrrored) system"so that the storage unit maintains plural
copies of the video segnents and so that the playback systens
can access different video segnents at any tine." (Examner's
Answer at 3-5). The appellant argues, "[n]oting [sic] within
M ncer et al. can be
said to show or suggest the provision of duplicate video
segnents and the transm ssion of selected video segnents from
a particular direct access storage device within the RAID
system...." (Appeal Br. at 7-8) She further argues, "the
attenpted conbination of Holland et al. with M ncer et al
woul d not result in a systemsuch as that set forth expressly
within the clains of the present application.” (Reply Br. at

4.)
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““[T] he main purpose of the exam nation, to which every
application is subjected, is to try to make sure that what

each claimdefines is patentable. [T]he nane of the gane is

the claim....”” Inre Hniker Co., 150 F.3d 1362, 1369,

47 USPQ2d 1523, 1529 (Fed. Gr. 1998) (quoting Gles S. Rich

The Extent of the Protection and |Interpretation of

d ai ms- - Anerican Perspectives, 21 Int'l Rev. Indus. Prop. &

Copyright L. 497, 499, 501 (1990)).

Here, clainms 1-6, 8, and 9 each specify in pertinent part
the followng Iimtations: "storing duplicate video segnents

on each of a plurality of direct access storage devices wthin

a RAID system...;" and "selecting a direct access storage
device for retrieval of the video segnent ...." Simlarly,
clainms 10-

15, 17, and 18 each specify in pertinent part the foll ow ng
limtations: "a RAID systemconprising a plurality of direct

access storage devices;" and "neans ... for selecting a direct
access storage device for retrieval of the video segnent

Accordingly, clains 1-6, 8-15, 17, and 18 each require
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selecting a single direct access storage device (DASD) from a

plurality of DASDs of a RAID system

The exam ner fails to show a suggestion of the
[imtations in the prior art. “Cbviousness may not be
establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Ordnance Mg. v. SGS

|nporters Int’l, 73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239

(Fed. Cir. 1995)(citing WL. Gore & Assocs., Inc. v. Grlock,

Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303, 311, 312-13
(Fed. Cir. 1983)). “The nere fact that the prior art may be
nodi fied in the manner suggested by the Exam ner does not nmake
the nodification obvious unless the prior art suggested the

desirability of the nodification.” 1In re Fritch, 972 F. 2d

1260, 1266, 23 USPQRd 1780, 1784 (Fed. Gir. 1992) (citing I
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Gr.

1984)). “It is inpermssible to use the clai nmed

invention as an instruction manual or ‘tenplate to piece
toget her the teachings of the prior art so that the clained

invention is rendered obvious.” 1d. at 1266, 23 USPQd at
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1784, (citing In re Gorman, 933 F.2d 982, 987, 18 USPQ2d 1885,

1888 (Fed. Gir. 1991)).

Here, the exami ner admts, "M ncer does not expressly
teach ... a RAID system" (Examiner's Answer at 3), |et alone
selecting a single DASD froma plurality of DASDs of a RAID
system For its part, Holland does teach a RAID-1 schene of
"two i ndependent |ogical drives.” Col. 12, Il. 45-46. The
schenme, however, does not select one drive. To the contrary,
it sinmultaneously enploys all the drives. Specifically,
"Reads are then issued to both drives in parallel in order to
start a race.” 1d. at Il. 50-51.

Because Hol | and teaches that RAID-1 schenes enpl oy al
drives in parallel, we are not persuaded that teachings from
the prior art woul d appear to have suggested the cl ai ned
l[imtations of "selecting a direct access storage device for
retrieval of the video segnent” or "neans ... for selecting a
di rect access storage device for retrieval of the video
segnent
The exam ner inperm ssibly relies on the appellant’s teachings

or suggestions. He fails to establish a prinma facie case of
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obvi ousness. Therefore, we reverse the rejections of clains
1-6, 8-15, 17, and 18 under 35 U S.C. 8§ 103 as obvi ous over

M ncer al one and as obvi ous over M ncer in view of Holl and.

CONCLUSI ON

In summary, the rejections of clainms 1-6, 8-15, 17, and
18 under 35 U.S.C. 8 103 as obvi ous over M ncer al one and as

obvi ous over Mncer in view of Holland are reversed.

REVERSED
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